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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 08 September 2003 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 11-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim (s) 11-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85{a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAfl b)D Some*c)D None of: 

1 .M Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) [3 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachments) 

1) □ Notice of References Cited (PTO-892) 4) [3 Interview Summary (PTO-413) Paper No(s). ~ . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

2. The drawing correction was received on 8 SEP 2003. These drawings are 
approved. It was agreed the replacement sheet to Figure 3 is not a formal drawing. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 11 -22 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The subject matter added to the end of claim 1 1 in the amendment filed 8 SEP 
2003 regarding the mixing of material is completed as the pressing ram reaches the 
lower end-of-stroke position is not supported by the originally filed specification. The 
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examiner and Applicant had several discussions regarding this issue, however, no 
agreement could be reached (see the attached interview summary). The examiner has 
reviewed the specification as a whole and simply finds no support for the added claim 
language. Note the amendment filed 8 SEP 2003 merely asserts the prior art fails to 
disclose the added subject matter but fails to provide the location of the support in the 
specification. Lacking any convincing evidence to the contrary, the subject matter 
added to the end of claim 1 1 by amendment is considered new matter. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 1 -22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The second paragraph of 35 U.S.C. § 1 12 requires a claim to particularly point 
out and distinctly claim the subject matter which applicant regards as the invention. 
Under In re Hammack, 427 F.2d 1378, 166 USPQ 204 (CCPA 1970) and In re Moore, 
169 USPQ 236 (CCPA 1971), claims must be analyzed to determine their metes and 
bounds so that it is clear from the claim language what subject matter the claims 
encompass. This analysis must be performed in light of the applicable prior art and the 
disclosure. The definiteness of the claims is important to allow others who wish to enter 
the market place to ascertain the boundaries of protection that are provided by the 
claims. Ex parte Kristensen, 10 USPQ 2d 1701, 1703 (BPAI 1989). 
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One of the purposes of 35 U.S.C. § 112, second paragraph, "is to provide those 

who would endeavor, in future enterprise, to approach the area circumscribed by the 

claims of a patent, with adequate notice demanded by due process of law, so that they 

may more readily and accurately determine the boundaries of protection involved and 

evaluate the possibility of infringement and dominance/' In re Hammack, supra. As set 

forth in Amgen Inc. v. Chugai Pharmaceutical Co., Ltd., 927 F.2d 1200, 1217, 18 

USPQ2d 1016, 1030 (Fed. Cir. 1991): 

The statute requires that "[t]he specification shall conclude with one 
or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention." A decision as to 
whether a claim is invalid under this provision requires a determination 
whether those skilled in the art would understand what is claimed. See 
Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d 613, 624, 
225 USPQ 634, 641 (Fed. Cir. 1985) (claims must "reasonably apprise 
those skilled in the art" as to their scope and be "as precise as the subject 
matter permits."). 

The pending claims fail to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention and are therefore of indeterminate 
scope for the following reasons: 

Since the specification is silent with regard to the subject matter added to the end 
of claim 1 1 by amendment, the scope of the claim language "so that mixing of the 
material is completed as the pressing ram reaches the lower end-of-stroke position" is 
unknown. The metes and bounds of the claims are therefore not clear as to what 
subject matter the claims encompass. Nevertheless, to further prosecution, the claims 
are being treated on the merits to the extent they are understood. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

<b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 11, 12, 13, 18, 19, 20, 21, and 22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Borzenski (US 4,830,506). 

The patent to Borzenski (USP 4,830,506) discloses the recited mixer in Figs. 1-5 
and the recited method of processing poiymer-based mixtures and the controlling of the 
mixing at col. 1, lines 5-47 and col. 3, line 41 through col. 6, line 12. Note the position- 
time profiles of the ram in Figs. 8 and 10 and the ram pressure regulation profile in Fig. 
1 1 . The language added to the end of claim 1 1 is considered disclosed at col. 5, lines 
43-58 and in Fig. 8 since the mixing of the material is completed and the batch 
discharged from the mixer when the pressing ram 10 is at a lower end-of-stroke position 
(a position lower than the ARH High Limit at T = 45 seconds). The subject matter of 
newly presented claim 21 is considered disclosed at col. 3, lines 24-35; col. 4, lines 16- 
57; and col. 6, lines 48-50). The subject matter of newly presented claim 22 is 
considered disclosed at col. 3, lines 35-40 and such oscillating movement is seen in 
Figure 8. 
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Allowable Subject Matter 

9. Claims 14-17 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Response to Amendment 

1 0. Applicant's arguments with respect to claims 1 1 -22 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles E. Cooley whose telephone number is (703) 
308-0112. The examiner can normaily be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker can be reached on (703) 308-0457. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. r 




Charles E. Cooley 
Primary Examiner 
Art Unit 1723 



19 November 2003 



